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REMARKS 



The Pending Claims: 

Claims 46, 47, 49, 50, 52 and 53 are pending and under active consideration. Claims 1- 
45, 48 and 51 are cancelled. No claims are currently amended. 



Previous Rejections: 

Applicants acknowledge with appreciation the Examiner's withdrawal of the rejections 
under 35 U.S.C. §§ 102 and 1 12 by way of the Advisory Action mailed on March 4, 2009. 

Rejection Under 35 U.S.C. § 103(a) 

Claims 46, 47, 49, 50. 52 and 53 stand rejected under 35 U.S.C. § 103(a) as being 
upatentable over Treacy et al (WOOO/54591) in view of Hackett et al (US Patent No. 6,955,818) 
andPetras (US Patent No. 5,965,137). 

To establish prima facie obviousness of a claimed invention, dl the claim limitations 
must be taught or suggested by the prior art. In re Royka, 490 F.2d 981, 180 USPQ 580 (CCPA 
1974). All words in a claim must be considered in judging the patentability of that claim against 
the prior art. In re Wilson, 424 F.2d 1382, 1385, 165 USPQ 494, 496 (CCPA 1970). 

The present claims are directed to compositions comprising amitraz and 
metaflumizone — among other ingredients — in a w/v amount of 30% collectively. Treacy et al. 
describes amitraz and metaflumizone in much lower concentrations, and only in a generic 
description pertaining to "active ingredients," does the upper-limit reach 20%. See WOOO/54591 
at page 13, 1**' lines 4-7. Hackett et al. and Petras merely recite additional ingredients/carriers in 
laundry lists (e.g. 1PM) and do not cure Treacy et al.'s deficiencies. 

Instead of identifying all of the limitations of the present claims in the prior art, the 
Examiner asserts that "[t]he amounts and proportions of each ingredient are result effective 
parameters chosen to obtain desired results [and it] would be obvious to vary the form of each 
ingredient to optimize the effect desired, depending upon the particular species and application 
method of interest, reduction of toxicity, cost minimization, enhanced, and prolonged, or 
synergistic effects." Final Office Action at page 3. 

The Examiner has provided no evidence to establish why it would be obvious to modify 
the range in Treacy et al. to that of the present claims. Instead, the Office Action opines on the 
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skilled artisan's general motivation to find optimum ranges as if it were a per se bar to 
patentability of any modifications in Treacy et al. 

"Per se rules that eliminate the need for fact-specific analysis of claims and prior art may 
be administratively convenient for PTO examiners and the Board. Indeed, they have been 
sanctioned by the Board as well. But reliance on per se rules of obviousness is legally incorrect 
and must cease." In re Ochiai at 1572. "The use of per se rules, while undoubtedly less laborious 
than a searching comparison of the claimed invention- including all its limitations - with the 
teachings of the prior art, flouts section 103 and the fundamental case law applying it." Id. at 
1572. 

A divisive element in the Examiner's argument is the term "optimal," which in the 
context of Treacy et al. is not a composition, as presently claimed. While the presently claimed 
ranges of actives are "optimal" for treating ectoparasiticidal infestations in animals via topical 
administration methods, Treacy et al. is not directed to the treatment of ectoparasiticidal 
infestations in animals via topical administration. The compositions in Treacy et al. are used in 
crop-protection where "[i]n actual practice, the composition of the invention may be applied. . . as 
a dilute spray from any of the above-said [0.01% to 20%] formulations." See WOOO/54591 at 
page 13, 1^' lines 8-12. 

When combining references it is imperative that one step backward in time and into the 
shoes wom by the hypothetical "person of ordinary skill in the art" when the invention was 
unknown and at the time it was made. In view of all factual information, the Examiner must then 
make a determination whether the claimed invention "as a whole" would have been obvious at 
that time to that person. MPEP § 2142. 

It is unlikely that a skilled artisan — without knowledge of the present application — would 
de-optimize the preferred concentration of actives in Treacy et al. to arrive at the presently 
claimed concentrations, when there is an express and implied teaching away from said 
concentrations. As recently illustrated by the Court of Appeals for the Federal Circuit in Takeda 
Chem. Indus, vs. Alphapharm Pty., Ltd., 492 F.3d 1350 (Fed. Cir. 2007), a person skilled in the 
art would not choose an embodiment given a reliable reference teaching away from that 
embodiment. See Takeda at 1354. 

Additionally, there are unexpected technical advantages associated with the claimed 
compositions that are no way suggested by the cited references. Notably, in Table 4 of the present 

AmendmeniForm.doi Page 3 of 5 



Docket No: AM100929 
Application No. 10/684,995 
Patent 

application, the claimed composition (row 1), when applied topically to animals, showed even 
greater efficacy in tick prevention tiian successful commercial products (Frontline® and 
Advantage®) over a 4 week study. The claimed compositions also showed superior results to 
Advantage® in a flea-based study (Table 3). 

The Examiner has previously dismissed these significant unexpected results, with a 
supposition that "superlative effects are expected when combining pesticides having the same 
function & efficacy over the same range of targeted pests." Final Office Action at page 4. This 
argument assumes what is neither disclosed nor suggested in Treacy et al. 

The relevant compositions in Treacy et al. are not topically administered to animals nor 
are they administered as concentrated solutions. Accordingly, superior ectoparasiticidal efficacy 
through topical administration of concentrated solutions of actives is anything but expected 
based on Treacy et al. 

In summary, the Office Action has failed to establish a prima facie case of obviousness 
and improperly dismissed secondary considerations, which are sufficient to rebut any scintilla of 
obviousness established by the Office Action. Accordingly, withdrawal of the obviousness 
rejection, as well as allowance of the claims, is respectfully requested. 
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CONCLUSION 

Applicants would like to thank the Examiner for his thorough review of this application. 
In view of the amendments and remarks, it is submitted that the application is now in condition 

for allowance. Early notice to that effect is solicited. If, in the opinion of the Examiner, a 
telephone conference would expedite the prosecution of the subject application, the Examiner is 
invited to call the undersigned at (973) 660-6615. 



Respectfully submitted, 



Date: March 25. 2009 /Joel Silver/ 

Joel Silver 

Agent for Applicants 

Reg. No. 53,866 

Wyeth 

Patent Law Department 
Five Giralda Farms 
Madison, NJ 07940 
Tel. No. (973) 660-6615 
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